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REMARKS 



Applicant requests this review because Appiicam believes thai the claim rejections are 
clearly vm n . and svithoat any factual basis. The „ \ t 

* tailed to consider the language in the claims 

* < < 

* on t v ' i v { st t 

< no qi i 1 vUh ' <. « i t 1 <. ml i > V i h < \ * k K 

ease of obviousness sufficient to support a rejection under 35 U.S.C. o 103(a). 

i < i , ' b u s n 'if !' SM \-i c , i k > ^ m> 

For example, claim 14 recites a system that includes a sender subsystem and a receiver 
sui ys j vherein the rec Act i >s) ste s sc nfi tred to pe nit I ler si < > add a 

new category to die listing of receiver categories, Sehiavoue does not teach this. The Examiner 
alleged that Gross taught this feature and cited paragraph [00263] in dross to support this 
position. According to the Examiner, 

Gvhereirs the receiver subsystem is configured to permit the sender subsystem to add a 
new category to a listing of receiver categories [Tee Response to Arguments, section C, 
above i <.m> -a i 1 aiiu i e., ' s < a i << i etaci xl v su i where 

the personal computer/system read on Applicant's claimed subsystem j 0263: sender 
makii . esti th is putet the » c (p 5, Final Office A< ion), 

and further, 

"it is clear from Gross that while a human operator adds the category, he does so using 
the subsystem. In other words, the subsystem carries out the operator's command." 
(Response to .-Arguments, section C on page 3, Final Office Action). 

By replacing '"sender subsystem" and "receiver subsystem" with "a personal computer 

and system" or "Applicant's claimed subsystem", die Examiner faded to consider the language 

of the claims before him. The subject matter considered by the Examiner is changed from; 

die receiver subsystem is configured to permit the sender subsystem to add a category 

to 

a receiver can use his computer to add a category. 

2203691! i 
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Appeal Brief Request for Review 

Consequently, the claims considered by the Examiner are not the claims of Applicant. Applicant 
first noted, this difference in a response filed on June 9, 2009 in response to the Office Action of 
March 9, 2009. In that response. Applicant explained on pages 15 and 16: 

t)i^ n O - W Sse < \e f ! i s ! L> t v ,1 v tO ' s 1 <. >. iHllll n 

accept or reject. However, '"sender" as used by Gross here is a user (GAser I A see [0261], 
Gross), i.e., a human operator, not a sender subsystem as required by Applicant A claims. 
Similarly, '"recipient" of Gross also refers to a user ('"laser 2A see 10261 j, Gross), another 
human operator. The acceptance or rejection of lite sender's suggestion must be 
continued by the receiver. Applicant has studied carefully the entire disclosure of Gross 
, nd n f dv n , m i s. k i s s , ^ < it. > \s ^ i ! pu* us k ^ 

^, v „ , o i dv 1> i i • mm Nv i G m tm> uGo \w.o om able to 

kl'l! II >'l . \ uX i s v, r v i e, v , A x \ ^ 1 n 

required by Applicant's claims. 

Alter Applicant urged the Examiner to examine the actual claims submitted tor examination in 
two telephone interviews and two responses tiled replying to two other final office actions issued 
subsequent to lire response filed on June 9, 2009, the Examiner in this Final Office Action, 
mailed on June 3, 2010, still tailed to snake a distinction between "receiver subsystem'" and 
"'subsystem" and "sender subsystem" and "subsystem", as noted above. 

During the telephone interview of July 7, 2010, this failure was discussed again and 
brought to the Examiner's attention. After explaining the differences between a '"sender 
subsystem"' and a '"receiver subsystem"' and their significance in the claims, the Examiner agreed 
to consult Gross again and evaluate Applicant's claims taking into account these words in the 
claims and the supporting arguments. However, in the Advisory Action mailed on August 18,. 
2010, the Examiner still failed to consider the word •"receive!'' as ""receiver subsystem"' and 
"sender" in ""sender subsystem" while maintaining the rejections. The citation to Gross still 
relies on teaching of a "'subsystem'" (or ""a PC") in Gross, without differentiating whether it was a 
""receiver subsystem" or a ""sender subsystem 5 * that is '-configured to permit"' whether a "sender 
subsystem" or a '"receiver subsystem"' "to add a new category"' (see, e.g., page 2. fine 32, 
Advisor} \Ui v Gross teach user is sing a .PC. to dd a category to a receiver's listings 
emphasis added}. Removing these words form the claims would alter the subject matter of the 
claims, tor example, removing "'sender'" from '"sender subsystem'" and then applying teachings 
related to a "receiver subsystem"' (a receiver user using a receiver's PC to add a receiver's 
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category) would not serve to advance the prosecution of the application. Any rejections of the 
vLiiios K'm.!1 on altered e s a., i be proper and must he w undrawn. 

For easy reference, paragraph [0263 i from Gross is reproduced again in its entirety: 

It will be appreciated that new processing criteria can be 
continuously added, deleted, or changed by a recipient or a 3 !ti 

p; ! !! \ ! I v > 1 VS ! 

I * 1 1 a' vN V 

receiver—by, for ex ms of a i s <. d f sine 

u to » i"' \o' 1 ^ > <. c*. \ ! I ; G ecen . < < > 
confirm to accept or reject. ■Emphasis added? 

\ppik t ex} ned Response on pags: t i 1 here is no tea no 

it oex m a v « d a v wh at the oxen > s a ^ko i s oli"i el m i mi k hh wo us 

required by Applicant's claims, re., to permit the sender subsystem to add a new category. 

there is simply no such disclosure is ; >e :en i paragraph [(.'.263 quoted above." 

•Therefore, by combining she teachings in Sehiavone and Gross, one is still icit without a 
mihod o s i i. i ' i s. <. r subsystem is eorrng net to 

* i n m mo'i i! s v. i u kl ino^ . . o\ '0 h i' (iiiwuuoii.AvVh^ 

Accordingly, it is respectfully submitted thai, due to his failure to consider all words in. 
the claims, the Examiner failed to establish a prima facie case of obviousness sufficient to 
support a rejection under 35 U.S.C. § 103(a). 

In addition, in the Advisory Action, mstead of responding to mo aw.ua) arguutenis made 
by Applicant in numerous responses, the Examine: seemed to have responded to an argument 
u .e ed\ i i e el ^ ,,«..' < . ! x m tlx Ax i >o \ v, .Eh n> > I u>a < i j 
that the Applicanths arguments "center on the limitation which recites 'the receiver subsystem is 
configured to permit the sender subsystem to add a new category to a listing of receiver 
categories 5 ", the Examiner continued with die following: "Applicant argues that the limitation 
clear!) should onh, be interpreted as a subsystem acting Independent!;; of any used' (page 2. line 
25. Advisory Action) and then rejected tins argument. 

Applicant never made this argument. Applicant never argued that the claim limitation 
should be interpreted as a subsystem acting independently of any user. 
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In iaet, during the telephone interview. when the Examiner suggested Applicant to 
consider amending the claims to add "independent of any user', Applicant's representatives 

\p, 1 h j ! ^ ! ill U k ''d t.O 

permit the sender subsystem to add a new receiver category and that tins is not taught in any 

Cited l Si ' si ! ! ! < t t . 1 „ 

Thus. Applicant did not amend the claims to add 'Independent of any user". Applica.nl 
- n n f v n m An < s s ! v m , \ > x i \ d m d 

the argument that Gross did not leach a receiver subsystem configured in a manner as required 
by \ppiicauf s clarms. 

1 or \ r A vk' iinwe yt N <. nn is i > < ) r 1 + s 1 

47 and 52, as amended in a claim amendment submitted on June 9, 2009, ah require that die 
receiver subsystem is configured to permit the sender subsystem to add a new category to a 
listing of receiver categories.' 1 ' (See bottom of page 9. Response) Applicant then reiterated ins 
po n t n n tu v < no nd ' < nV o \ »n to >s akx no > i ' x » ni ^sumor 
method that meets all claim limitations as recited in these mdependent claims, despite the 
Examine! insertions Firs paragraph on p 10 Ri \n , Ales Uscussing what is actual Is 
disclosed m Gross, Applicant concluded that "it is clear that Gross does not in fact, in this 
ca a ii ii Jyvl ii ^tM,v tm ms i siM\,i m i a sib\, i ^li^inb 
receiver subsystem is configured to permit the sender subsystem to add a new category to tire 

There are more u .i^le A . t { \ I i . I A \j u < a t 

noted in Response; 

mm r r n ii y a is i us i i \ ii I i on ox m \u s> tt m is 
configured in a particular w ay as required by Applicants claims, i.e.. to permit the sender 
nib-Wen to <,i d a lew e . 4, v 1 xxe ,s - inch m neb oisooviie, as tats be -men m 
paragraph [0263] quoted above. 

Vt pa 2 stai t Inn Aw ict em as sex v V pon i 1 1 sch teaching a 

alleged by the Examiner: 

Gross describes a scenario that always requires the action of the receiver; whereas 
according to Applicant's claims, adding a new category by the sender subsystem is 
always permitted by the receiver subsystem (the receiver subsystem is configured to 
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permit vhe sender subsystem to add a new category to the listing of receiver categories), 
t) oss describe tat cipient does noi nit the sends d i ! s oes not 
describe a receiver subsystem that is configured to permit the sender subsystem to add a 
new category, (emphasis added) 

Yet a i pa 4 ; 1 4 phcani her os| ties Response tha 

l"he Exam e attempted to ombine the teas x A Sulfite e with th o Gross to 
pro i . the claimed subnet: i att 1 H w> et Gn s< caches that it is for the receive! to 

1 ! ! ! (. v <. i i - x ^ v. v i .1 t!i 1 ll 

the sender and receiver subsystems are such that the sender subsystem is always 
permitted to add a nest eat go s Che ee« ive? sul systet i is a ready configured to permit 
tin t ! > s 1 t t < ' I < < tasixes ot nt.ro! b> 

fin e o\u v k*. i i ot i ! 1 t s v 1 io t s ui mJ n < on a c 

s if I • <. > if <>! i po e \m of 

m px\- ! ks pate o , t in my t ^ i mmtl ^ niul 

system functions. i <■ <. su > «, < n t a k tdm sj^\ r ui 
would be against the objective of Gross' invention. Accordingly, the combination of 
teaching of Sehiavo.ne with ti <n oi Gross sugt ested b> the ! xarnine! is not proper 

Thus, the actual argument advanced by Applicant was that "'Gross describes that the 
recipient does not permit the sender to add anything; it does not describe a receiver subsystem 
that is configured to permit the sender subsystem to add a new category" (page 12, bam 26-28, 
Response). Applicant did noi argue at all that Aire claim limitation should be interpreted as a 
subsystem acting independently of airy user" as the Examiner stated, winch is also an argument 
purportedly rejected by the Examiner. 

it is respectfully submitted that it is improper to reject trie application on the ground that 
an argument never advanced by Applicant would not be persuasive! Rejections must be made on 
the basis of at i eya.uss x tot c I < t t i a it s 1 \ppheam 

This is not the case here. 

it is believed thai a proper review of the present application in light of the comments 
provided herein will allow a proper evaluation of the claims being presented for examination, the 
argument actually advanced by Applicant to distinguish the prior art and a proper evaluation of 
the art, and would afford the Examiner the opportunity to clarify with tire Applicant's 
representative any outstanding issues. 
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